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Almost every type of intellectual property right is territorial in nature, and although in the EU some EU-wide unitary 

intellectual property rights exist, corresponding national rights also persist in most areas of intellectual property in the EU, 

and will continue so to do. The increasingly international nature of trade and the increasingly dematerialised nature of much 

content provision has meant that national courts in the EU and sometimes the Court of Justice of the EU are ever more often 

called on to review how national courts should address questions of how the EU principles of jurisdiction apply to such 

national intellectual property rights.  
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The Law Applicable to Intellectual Property Disputes 

Almost every type of intellectual property right is 

territorial in nature, and although within the EU there 

are some EU-wide intellectual property rights of a 

unitary nature, such as the Community trademark and 

the Community design, national such rights also 

persist in most areas of intellectual property in the 

EU, and seem likely to continue to do so for the 

foreseeable future. The principle of EU exhaustion of 

rights, by which a physical article placed on the 

market in one EU country by or with the consent of 

the rights holder, can circulate freely within the EU, 

complemented, to a considerable degree in most areas 

of intellectual property, by the harmonisation of 

national laws within the EU, has addressed, in favour 

of free movement of goods, many of the issues that 

arise with trade across national borders within the EU 

in physical goods. However, the increasingly 

international nature of trade, and the increasingly 

dematerialised nature of content provision, has meant 

that national courts in the EU and sometimes the 

Court of Justice of the EU (CJEU) are even more 

often called on to review how national courts should 

address questions of how EU law as to jurisdiction, 

which has been largely formulated and interpreted 

under a more general legal framework, should be 

applied to the special case of national intellectual 

property rights. Such case law has mainly concerned 

copyright and patents. 

Before discussing questions of jurisdiction, namely 

in which court should an action for infringement of an 

intellectual property right be heard, it is appropriate to 

discuss what laws or laws such court should apply, as 

it is inevitable within the EU legal framework that a 

court may be called on to apply a law that is not its 

own. Within the EU the issue of applicable law is for 

most types of intellectual property relatively 

straightforward, being for non-contractual disputes 

such as intellectual property infringements governed 

by Article 8(1) of the Rome II Regulation, by which 

the applicable law ‘shall be the law of the country for 

which protection is claimed’.
1
 

However in some areas of intellectual property, 

such as trade secrets, the issue of applicable law is 

more problematic. Assuming that the basis of such an 

action does not lie solely in contract (as to which the 

Rome I Regulation
2
 applies) but rather as an aspect of 

the law of unfair competition, trade secrets are 

governed by a separate article of the Rome II 

Regulation, Article 6, which, by virtue of Article 6(2) 

(on the basis that the ‘act of unfair competition affects 

exclusively the interests of a single competitor’), then 

applies the general rules under Article 4. These 

however are not especially suited to an action which, 

at least from the point of English law, would appear to 

be capable of being, and certainly in practice often is, 

founded on an unauthorised disclosure or misuse 

occurring anywhere in the world.
3
 Despite this there 

has been remarkably little analysis of the issue of 

applicable law in the context of trade secrets, which is 
_______ 
†Email: trevor.cook@wilmerhale.com 



J INTELLEC PROP RIGHTS, JULY 2014 

 

 

294

especially surprising given such uncertainties.
4
 

Neither would the proposed new Directive on trade 

secrets
5
 address the issue, although insofar as it would 

provide that the import of ‘infringing goods’ would 

found an action it presupposes that unauthorised 

disclosure or misuse has taken place abroad.  
 

Jurisdiction Generally as to Intellectual Property 

and Related Disputes 

Within the EU, matters of jurisdiction in civil 
disputes including those as to national intellectual 
property rights, are the subject of the Brussels 1 
Regulation,

6
 whereas unitary EU-wide intellectual 

property rights have their own jurisdiction regimes, 

which depart from that of the Brussels I Regulation  
in certain respects, but are not discussed further in  
this paper. Under the Brussels I Regulation  
(the numbering of certain of the Articles which has been 
changed over the course of its successive revisions, and 
a new revision of which will come into force in 2015) 

the primary rule, by Article 4 (formerly 2), is that a 
defendant, where domiciled in a Member State, but 
whatever its nationality, is to be sued in its country of 
domicile, although Article 8 (formerly 6) also allows 
co-defendants in other countries to be joined to the 
action provided that ‘the claims are so closely 

connected that it is expedient to hear and determine 
them together to avoid the risk of irreconcilable 
judgments resulting from separate proceedings’.

7
 

However, one effect of the Article 4 jurisdiction, 
where this is relied on, is that the court that is seized 
of an intellectual property dispute on this basis will 

often find itself having to apply a law other than its 
own to the dispute that is before it.  

A further factor comes into play in the case of 

registered intellectual property rights, which is that by 

Article 24(4) (formerly 22(4)), the courts of the 

Member State in which the deposit or registration of 

such intellectual property right has been applied for 

have exclusive jurisdiction in proceedings concerned 

with the ‘registration or validity’ of such rights. The 

interaction between Article 24(4) and the other bases 

of jurisdiction does not arise in the case of 

unregistered rights such as copyright, but has been 

explored in a number of patent cases in the context of 

attempts to secure relief on a pan-European basis, as 

discussed further below. 

Article 7(2) (formerly 5(3)) provides another 
exception to that established by Article 4 as a basis 

for establishing jurisdiction for ‘matters relating to 
tort, delict or quasi-delict’ (which is accepted to cover 

actions for the infringement of intellectual property 
rights and has also been held to apply to applications 
for negative declarations seeking to establish the 
absence of such liability

8
) namely ‘the place where 

the harmful event occurred’. This can mean not only 

the place or places where the damage occurred but 
also the place of the causal event giving rise to the 
damage, although the latter will often coincide with 
that under Article 4. But in the context of a website, 
the former confers potential scope on an intellectual 
property rights owner to bring proceedings in the 

courts for any of place where the website is available. 
Although, as an exception to Article 4, Article 7(2) is 
narrowly construed and so requires that there be a 
‘particularly close connecting factor between the 
dispute and the courts of the place where the harmful 
event occurred,’

9
 this does not in practice restrict its 

application much in the case of intellectual property 
infringements on the Internet, but the degree to which 
anything short of ‘targeting,’ for example by language 
or by transaction currency, will suffice is unclear.

10
 

One example of the Article 7(2) jurisdiction  
which was considered by the CJEU occurred in Case 

C-523/10 Wintersteiger AG, in which it was held that 
an action could brought in one country (here Austria) 
under a local (here Austrian) trademark in respect of 
use of a keyword identical to that trademark on a 
search engine website with a country specific (here 
German) top-level domain name, accessible in the 

first country (here Austria).
11

 There have also been 
copyright cases in which the CJEU has also 
considered the application of Article 7(2), albeit in 
relation to some rather special factual situations.

12
 

The major difference in practice between 
jurisdiction that is founded on Article 4 and that 
founded on Article 7(2) lies in the nature of the relief 
that is available. Whereas a judgment in an 

intellectual property infringement action founded on 
Article 4 jurisdiction will always provide the rights 
owner with the possibility of a remedy in respect of 
infringing acts wherever they occur in the EU, an 
action that is based on Article 7(2) can in most cases 
only provide a remedy in respect of the Member State 

in which such jurisdiction is founded.
13

 One exception 
to this is the special case of personality rights, as to 
which, in joined cases C-509/09 and C-161/10 eDate 

Advertising and Others and Martinez v MGN , the 
CJEU held that ‘the person who considers that his 
rights have been infringed [by content placed online 

on an Internet website] has the option of bringing an 
action for liability, in respect of all the damage 
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caused, either before the courts of the Member State 
in which the publisher of that content is established or 
before the courts of the Member State in which the 
centre of his interests is based [and that that] person 
may also, instead of an action for liability in respect 

of all the damage caused, bring his action before the 
courts of each Member State in the territory of which 
content placed online is or has been accessible.’

9
  

Thus in this specific type of case concerning 
personality rights, wider relief than usual in an action 
based on Article 7(2) is available, namely that in 

respect of damage throughout the EU, but only where 
the action is brought where the centre of the plaintiff’s 
interests is based.  
 

Jurisdiction as to Patent Disputes 

National patents in the EU, whether or not granted 

by the European Patent Office (EPO), are also subject 

to the regime established by the Brussels 1 

Regulation, and even after the Unified Patent Court, 

with its own jurisdictional rules, comes into being 

(and which will not now be before the end of 2015), 

such new rules will only apply to national patents 

granted by the EPO where the option to opt out of the 

new system has not been exercised.
14

 In addition to 

the principles discussed above, because patents are 

registered intellectual property rights, account must 

also be taken of Article 24(4) by which the courts of 

the Member State in which the deposit or registration 

of such intellectual property right has been applied  

for have exclusive jurisdiction in proceedings 

concerned with the ‘registration or validity’ of such 

rights. Article 24(4) differs from its former text  

(as Article 22(4) of Regulation (EC) No 44/2001) in 

making it clear that it applies ‘whether the issue  

[of registration or validity] is raised by way of an 

action or as a defence,’ thereby expressly reflecting 

the decision of the CJEU in Case C-4/03 GAT  

v LUK.
15

 This precludes seeking pan–European relief 

for patent infringement, in an action on the merits, in 

respect of different national designations of a patent 

granted by the EPO, even though the patent claims 

will be identically worded, where validity of such 

national designations is put in issue. However in  

C-616/10 Solvay v Honeywell
16

, the CJEU held that 

this did not preclude seeking provisional measures, 

such as an interim injunction pending full trial on  

the merits, on a pan-European basis, as to which 

Article 35 (formerly 31) allows an application to be 

made, ‘even if the courts of another Member State 

have jurisdiction as to the substance of the matter.’  

It also made it clear that other defendants  

could properly be joined on the basis of Article  

8(1) jurisdiction in a patent action brought on a  

pan-European basis and that such joinder was  

only precluded in the specific circumstances of  

Case C-539/03 Roche Nederland v Primus and 

Goldenberg.
17

 

Although it is rare that a party accused of patent 

infringement will not seek to challenge validity, 

thereby, by virtue of Article 22(4) precluding  

an action being brought against it and other  

co-defendants on a pan-European basis on the merits, 

such situations can sometimes arise, although this is 

not an issue over which the patentee has any control. 

However, a party fearing that it may be accused of 

patent infringement and wishing ‘to clear the path’ on 

a pan-European basis before introducing a product to 

the European market may, if it considers its position 

on infringement to be sufficiently strong, be prepared 

to forego attacking validity if, by means of an 

application for a negative declaration, it can thereby 

secure certainty as to non-infringement of several 

national designations of a patent granted by the EPO 

in the one proceeding. The scope to do so is currently 

being explored in litigation before the English courts 

in Actavis UK Ltd and others v Eli Lilly & Company 

and in which the English court, at first instance, has 

made a declaration of non-infringement in respect of 

the French, Italian and Spanish designations, in 

addition to the English one, of a patent granted by the 

EPO, having in so doing heard expert evidence as to 

the respective applicable laws and the various 

approaches to patent infringement that were adopted 

by each such country.
18

  

Many more jurisdictional controversies, not only as 

to patents but also as to other national intellectual 

property rights in the EU, can be expected in the 

future. Moreover the jurisdictional framework within 

which these take place in the EU will require that 

national courts will have to become ever more 

familiar with each other’s applicable laws, 

recognising that the harmonisation of intellectual 

property laws that has taken place in the EU has still 

left considerable scope for national differences as to 

the finer details of such laws. 
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